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E5. 500 Adm ni stration of the Patent and Copyright Policy
l. | NTRCDUCTI ON

Section 5-3(f) of the University of Hawai ‘i Board of Regents Byl aws and
Pol i ci es establishes the University Patent and Copyright Policy.

Because it is desirable and expedient for the University of Hawai ‘i to
provide uniformrules and procedures for the regul ation and adm ni strati on of
intellectual property rights generated by the activities of its faculty,
enpl oyees and ot hers associated with the University, the follow ng
obj ectives, policies and procedures are established for the University's
adm ni stration of the Patent and Copyright Policy.

1. OBJECTI VES
1. To define, clarify and protect the rights and equities of
i nventors and authors, the University, the Research Corporation of
the University of Hawai ‘i, any governnental or private sponsor of

research, and the public, with respect to inventions and ori gi nal
wor ks, by providing for just and equitable recognition of the
legitimate interests of each of the above in such inventions and
wor ks.

2. To encourage broad utilization of the results of University
research and to provide a vehicle for the transfer of new tech-
nol ogy and ideas fromthe University to the comunity at |arge, by
permtting exploitation (both comercial and otherwise) in the
public interest and for the public benefit, in a manner consi stent
with the integrity and objectives of the academ c process,
i ncluding the goal of public dissemnation of the results of
research

3. To stinulate innovative and creative schol arship, research and
witing and its recognition, by facilitating where appropriate the
recei pt of fair economc rewards therefromin the formof royalty
paynments to inventors and authors fromlicensees (in the case of
i nventions) and publishers (in the case of witten or simlar
wor ks) .


FYI

Bookmarks are available

borp/borpch5.pdf
Available Links

Reference to BOR Bylaws and Policies 
Section 5


E5. 500
P 2 of 10

To protect and benefit scholars and researchers in the University
by pronoting recourse to the patenting and copyright process and
by providing information, support and |iaison concerning the
procedures and probl ens invol ved therein.

To encourage and assi st scholars and researchers in identifying
potentially patentabl e discoveries, to require pronpt and early
reporting thereof to the Patent and Copyright Commttee and to
pronote scholarly publication concerning such discoveries in a
manner that does not prejudice the obtaining of a patent.

To devi se and pronul gate clear and practicabl e regul ati ons,
procedures and forns for the reporting and disclosure of original
wor ks that may be copyrightabl e, discoveries that nay prove
patentable and the tinely prosecution of patent applications in
appropri ate cases.

To provide for the patenting or licensing or both of any invention
or the copyrighting and |icensing or both of any work, where
appropriate, through the Patent and Copyright Conmttee or a

pat ent managenent organi zation or publishing entity designated by
that Comm ttee.

To protect the rights, as agreed, of any government or private
sponsor of research in any invention or work that may be generated
by such research, and to ensure conpliance with the other terns of
any such research grant.

To protect the rights of the University in inventions or other
original works which result fromthe use of University funds or
facilities by faculty, enployees, students or trainees.

ADM NI STRATI ON OF PATENT AND COPYRI GHT PQLI CY

1.

The University's Patent and Copyright Conmttee (PCC) shall be
vested with authority to admnister this Policy throughout the
University systemand all matters appertaining to patents and
copyrights which may emanate fromany of the University's
constituent canpuses shall be referred to the PCC for disposition
i n accordance with such policy.

Menber ship of PCC. The PCC shall consist of the follow ng ten
persons:

2.1 The incunbent Director of Research of the University of
Hawai ‘i or his or her designated representative, who shal
serve as the Chairman and Convener of the PCC
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2.2 Two representatives of the Research Corporation of the
University of Hawai ‘i (RCUH) may be appoi nted by the
Executive Director of the RCUH for three-year ternmns.

2.3 Director of Procurenent and Property Managenent.

2.4 The Legal Consultant to the PCC, who shall be an ex officio
non-voti ng nenber

2.5 Five persons selected fromanong the faculties and
adm ni stration of the University and appoi nted by the
President of the University or his designee for a period of
t hree years.

Meeti ngs of PCC:

The PCC shall neet as often as the Chai rnman and Convener deens
necessary, save that there shall be at | east one neeting per
academ ¢ senester

Powers and Duties of PCC

The PCC shall have the foll ow ng powers and duti es:
4.1 To interpret and apply the Patent and Copyright Policy.

4.2 To evaluate inventions for patentability, scientific nmerit
and economc feasibility, and where desirable to seek expert
advice to assist it in making such determ nations.

4.3 To decide on the category into which an invention or original
work falls for the purposes of determ ning who has or shares
the equity therein.

4.4 To determne the patent or related rights or equities of the
University and other interested parties in an invention and
to decide on the appropriate division of royalties.

4.5 To assign inventions to the RCUH for the eval uation,
patenting and licensing of inventions, and to procure the
recei pt of royalties or other benefits by the University,
provi ded that, notw thstanding the above, any royalty
agreenent may in the discretion of the PCC provide for
paynment of royalties into a special fund maintained by RCUH
and adm nistered in accordance with the wi shes of the
University of Hawai ‘i solely for research, devel opnent and
ot her educati onal purposes.
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4.6 To release patent rights to the inventor in the absence of
overriding obligations to outside sponsors of research, in
cases where it is deened equitable or appropriate to do so,
subject to the witten approval of the President or a person
desi gnated by the President.

4.7 To submt its decisions on patent and copyright matters to
the President of the University, or to a person designated by
the President for such purposes.

4.8 To provide assistance and advice to faculty and ot her
research personnel concerning all aspects related to the
patenting of inventions and the copyright in original works.

4.9 To ensure an effective system of patent and copyri ght
adm ni strati on by neans of an ongoi ng revi ew of applicable
pol i ci es and procedures and to make reports and
reconmendati ons to the President thereon.

4.10 To do all things necessary to achieve the objects of the
Pat ent and Copyright Policy, without being limted by the
speci fic powers and duties enunerated above.

5. Appeal s from Deci sions of PCC:
Any person aggrieved by any decision of the PCC may appeal to the
President of the University or his designated representative. Such
appeal shall be in witing, shall state the grounds of appeal and
shall be submtted to the President or such representative within
TH RTY (30) days after notification of the ruling of the
Comm ttee. The decision of the President or his designee shall be
final and bindi ng.

| V:  PATENTS

1. Wien University has exclusive Patent Rights:
Subj ect to the provisions of the Policy with respect to
relinqui shent of rights and royalty sharing, the University shal
have excl usive patent rights and title in and to any invention or
di scovery which enmerges fromany research, devel opnent or ot her
program funded by the University, or is conceived or devel oped
whol |y or partially at the expense of the University or with the
aid of its equipnent, facilities or personnel.

2. When I nventor has Exclusive Patent R ghts:

The University shall relinquish all rights to the inventor in the
foll ow ng cases:
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2.1 If the invention or discovery is adjudged by the PCC to have
been nade by the inventor independently of any contractual
obligations to the University and w thout using University
equi pnrent, facilities or funds provided by the University or
an out si de sponsor.

2.2 |If the invention or discovery is a result of permssible
consulting activities wthout any use of University
facilities or of funds derived fromthe University or an
out si de research sponsor.

2.3 If the invention or discovery was nade with the aid of
University facilities or funds, but the PCC, with the witten
approval of the President or his designated agent decides to
wai ve the University's rights or equity therein.

Procedure for Reporting | nventions:

Al'l enpl oyees of the University, nonenpl oyees who use University
research facilities and those who receive grant or contract funds
t hrough the University shall pronptly report and fully discl ose
any ideas for and/or reduction to practice of a potentially
patentabl e i nvention or discovery to the PCC. The foll ow ng
procedure shall apply to such report and di scl osure:

3.1 The report and disclosure shall be submtted in witing at
the earliest opportunity to the departnental head or
i mredi ate supervi sor and shall include a witten statenent
certifying whether the potentially patentable invention or
di scovery was the result of private research done
i ndependently of any contractual obligations to the
Uni versity and without using University equipnent, facilities
or funds, or whether it was the product of research done with
the benefit of such assistance or with the aid of any outside
research sponsor

3.2 The departnental head or immedi ate supervisor to whomthe
report and disclosure are submtted shall review them and
shall forward themto the PCC within TH RTY (30) days after
receipt, together with a witten opinion regarding the
accuracy of the originator's statenent submtted pursuant to
Paragraph 3.1 and the reasons for such opinion.

3.3 The Chairman of the PCC may in his discretion authorize an
originator to submt the report, disclosure and required
statenent directly to the PCC without referring it to the
departnental head or supervisor, if he is satisfied that good
grounds exist for dispensing wth such reference.
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3.4 The Chairman and nmenbers of the PCC shall take adequate steps
to assure and preserve the confidentiality of all invention
di scl osure docunents.

3.5 The originator shall be notified of neetings of the PCC and
may attend the nmeetings at which his report and discl osure
wi Il be considered .

3.6 The PCC shall within N NETY (90) days of the subm ssion of
the report, disclosure and required statement notify the
Presi dent of the University, or his designated agent, the
originator and the departnental head or inmredi ate supervisor
of its decision with respect to the disposition of the matter
and the respective rights or equities of any interested
parties.

3.7 The President or his designated agent nmay overrule in witing
t he decision of the PCC, but failing such action within
TH RTY (30) days of subm ssion of the decision to the
Presi dent or such agent the decision of the PCC shall be
binding on all parties, unless appealed within that tine.

3.8 The originator shall be notified in witing of the final
deci sion of the University.

Duty of Inventor to Execute Al Necessary Docunents:

In cases where the University or an outside sponsor has an
interest or equity in an invention or discovery, the inventor
shal | execute all such decl arations, assignnents or other
docunents as may be necessary in the course of invention

eval uati on, patent prosecution, or protection of patent rights in
order to assure the title of the University or the RCUH or the
University's ability to neet its overriding patent obligations
arising fromgrants, contracts or other agreenents of any kind

wi th outside organi zations, as the case nay be.

I nventor's Share of Royalties:

Except as otherw se agreed and subject to any contrary obligations
arising fromgrants, contracts or other agreenents wth outside
sponsoring organi zations, the inventor's share of royalties
derived fromthe exploitation of any patent shall be as foll ows:

5.1 The inventor shall be entitled to receive FIFTY PERCENT (50%
of the net royalties received, "net royalties" being defined
as gross royalty receipts less all costs incurred in
connection with the patent.
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5.2 If there are two or nore inventors, each inventor shall share
equally in the said FIFTY PERCENT (50% share, unless al
i nventors have previously agreed in witing to a different
distribution and have notified the University in witing
t her eof .

5.3 Distribution of the inventor's share shall be nmade annual ly
in February fromthe anount of net royalties if any, received
during the previous cal endar year.

5.4 1In the event of any litigation, actual or immnent, or any
other action to protect patent rights, distribution of
royalties may be withheld until resolution of the dispute.

Voluntary Transfer of Private Invention to University and Royalty
Shari ng:

A purely private invention, devel oped by a University enpl oyee

i ndependently of any contractual obligations and w thout any cost
to the University or an outside sponsoring organization, nmay be
voluntarily offered to the PCC for the purposes of patenting,

devel opnent and exploitation as if it were an invention in which
the University had an interest. If such offer is accepted by the
PCC, the inventor shall assign his rights to the University or the
RCUH and shal |l receive SEVENTY-FlI VE PERCENT (75% of the net
royalties (being gross receipts less costs), if any, derived from
the exploitation of the patent.

Procedure with Respect to Qutside Enpl oynent and Avoi di ng Confli ct
of Interest:

Subj ect to any other approval that may be required pursuant to
University or departnmental regul ations, Collective Bargaining
Agreenment, or Faculty Handbook and in order to avoid any conflict
of interest, before any nenber of the University's faculty or
research personnel enters into an agreenent w th an outside

enpl oyer which provides for or contenplates the grant or any
patent rights to the outside enployer arising fromthe outside
enpl oynent, the foll ow ng procedure nust be adopted:

7.1 Such nmenbers shall notify his Dean or Director in witing of
the nature of the outside enploynent and the extent of the
patent rights to be granted to the outside enpl oyer.

7.2 The Dean shall forthwith submt the notification to the
Chai rman of the PCC, together with his witten recommendati on
t her eon.

7.3 Unless the Chairman of the PCC notifies the nenber to the
contrary in witing wwthin TH RTY (30) days of the subm ssion
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of the request, the University shall be deened to have waived
its rights to any invention or discovery nade during the
out si de enpl oynent described in the request to the extent
necessary to give effect to the grant of the patent rights

t herei n descri bed.

| f the Chairnman of the PCC objects in witing within the

af orenenti oned period of TH RTY (30) days, the menber shal

not enter into the proposed enpl oynent agreenent insofar as
it provides for or contenplates the grant of patent rights to
t he outside enployer with respect to any invention or

di scovery nade by the nmenber while in the enploy of the
University and in which the University has any rights under
this Policy.

Criteria Governi ng Qutside Commerci al Sponsorshi p of Research:

Contracts and ot her arrangenents between the University and
out si de commerci al sponsors of research nust conply with the
followng criteria :

8.

8.

8.

1

2

3

Research investigators and the University shall be free to
di ssem nate and publish the results of sponsored research
provided that in order not to jeopardize applications for
patents the University nmay agree that any proposed
publication will be submtted to the sponsor with notice of
intent to submt for publication and that unless the sponsor
inwiting requests a delay within TW (2) nonths fromthe
date of such notice, the investigators or the University
shall be free to proceed with i medi ate publication. However
if the sponsor requests a delay, the subm ssion of the
manuscript wll be withheld for the period requested, but in
no event for longer than SI X (6) nonths fromthe date of the
notice of intent to submt for publication and only in order
to permt the sponsor to prepare and file the necessary
appl i cati on.

The University shall retain the right to take title to any
patentabl e i nventions or discoveries arising fromthe
undert aki ng of sponsored research, except that the University
may grant an exclusive license to the sponsor for a period
not exceeding EIGHT (8) years and bearing a royalty to be
agreed upon, or may grant a royalty-free license if the

Uni versity has incurred no substantial expense and such a
license is deened appropriate.

Any agreenent or arrangenent with the conmercial sponsor
shal |l not inpose any restrictions upon the University in
conflict with its established policies and practices, but
shall permt performance of the research or other
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i nvestigation in the same manner and subject to the sane
adm ni strative requirenments applicable to research financed
with the University's own funds

COPYRI GHTS
1. Scope:

The Policy covers books or other witten materials, as well as
ot her original works of authorship in the various forns copy
rightabl e under the copyright laws of the United States and

i nternational copyright conventions.

Ri ghts of Faculty and Staff:

Except in the case of works witten or produced for hire, and
subject to any restrictions inposed by outside sponsoring or
fundi ng organi zations, a nenber of the faculty or staff of the
Uni versity who wites or produces any work shall have excl usive
rights thereto, including the ownership of copyright therein

Rights to A assroom Educational and Professional Mterials:
Faculty and staff nenbers shall own all rights to materials
prepared on their own initiative for classroom educational or
pr of essi onal purposes, and shall be exclusively entitled to the
benefit of any royalties derived therefrom

Wrks for Hre:

A work witten or produced for hire is defined as:

4.1 A work comm ssioned by the University and prepared by an
enpl oyee who is hired or assigned by the University
specifically to produce such work.

4.2 A work prepared by a person who is not a regular enpl oyee of
the University but who is specifically conmm ssioned by the
University to produce it pursuant to a signed witten
agreenment which provides that the work shall be considered a
work for hire.

R ghts in Works for Hre:

Wth respect to works for hire, the University shall have
exclusive rights, including the copyright, but subject to any
contrary terns of the enpl oyee's enpl oynent agreenment and any
restrictions contained in any contract with or grant from an
out si de sponsor, the faculty or staff nmenber who prepared or
produced the work shall be entitled to receive such proportions,
as the PCCin its discretion nmay determ ne, of the net royalties
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(gross receipts less all costs), if any, which may be derived from
the sale or licensing of such work. However, such sale or
licensing shall be within the sole discretion of the University,
whi ch shall be under no obligation to develop royalties therefrom

Notification to PCC of Intent to Publish Wrks:

A faculty or staff nmenber who wites or produces a work which he
or she intends to publish or exploit commercially shall notify the
PCCin witing through the departnental head or i nmmediate
supervi sor of such intention, providing appropriate details of the
work and the circunstances of its preparation and seeking a
determ nation fromthe PCC as to whether the work is or is not a
work for hire.
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